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DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments, see pages 14-15, filed on 5/02/2008, with respect to the 
rejection(s) of claim(s) 1, 9 and 40-42 under 35 U.S.C. 102(b) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
Kato (US 6,141,111) and Edwards (US 2004/0174562). 

Election/Restrictions 

2. Claims 2-8 are allowable. The restriction requirement among Species V and 
Species III, and Species II, as set forth in the Office action mailed on 12/05/2007, has 
been reconsidered in view of the allowability of claims to the elected invention pursuant 
to MPEP § 821.04(a). The restriction requirement is hereby withdrawn as to any 
claim that requires all the limitations of an allowable claim. Claims 7-8, directed to 
a method of printing user-selected ones of a collection of images, comprising storing the 
print job in a memory and determining a printing cost associated with printing the at 
least one selected image, and inhibiting the printing if the printing cost exceeds a user- 
specified maximum cost are no longer withdrawn from consideration because the 
claim(s) requires all the limitations of an allowable claim. However, claims 18-39, 
directed to Species I, and IV remain withdrawn from consideration because they do not 
all require all the limitations of an allowable claim. 
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In view of the above noted withdrawal of the restriction requirement, applicant is 
advised that if any claim presented in a continuation or divisional application is 
anticipated by, or includes all the limitations of, a claim that is allowable in the present 
application, such claim may be subject to provisional statutory and/or nonstatutory 
double patenting rejections over the claims of the instant application. 

Once a restriction requirement is withdrawn, the provisions of 35 U.S.C. 121 are 
no longer applicable. See In re Ziegler, 443 F.2d 1211, 1215, 170 USPQ 129, 131-32 
(CCPA 1 971 ). See also MPEP § 804.01 . 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1, 9 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kato (US 6,141 ,1 1 1) in view of Edwards (US 2004/0174562). 

(1) regarding claim 1: 

Kato '111 discloses a method of printing user-selected ones of a collection of 
images, comprising: 

printing a plurality of proof sheets (column 5, lines 1-4, where a proof sheets are 
being printed) each having a thumbnail representation of at least some of the images 
(column 5, Iines38-41, where the reduced image is being interpreted as a thumbnail 
image), and at least one user-markable field indicative of at least one corresponding 
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image when marked (column 5. lines 40-41, where the check portion is the user- 
markable field); 

optically scanning user-marked proof sheet to detect marked ones of the at least 
one user-markable field (column 6, lines 21-25, where Step S5 is performing the 
scanning of the proof sheet); 

processing the marked ones of the fields to determine at least one selected 
image associated with each scanned proof sheet (column 6, lines 26-33, where each 
proof sheet is checked for the markings in the sheet); and 

printing the at least one selected image after the user-marked proof sheet has 
been scanned (column 6, lines 38-45). 

Kato '1 1 1 discloses all the subject matter as described above except scanning a 
plurality of user-marked proof sheets. 

However, Edwards '562 teaches scanning a plurality of user-marked proof sheets 
(Fig. 3, paragraphs [0021]-[0022], where there are multiple proof sheets being 
scanned). 

Having a system of Kato '111 reference and then given the well-established 
teaching of Edwards '562 reference, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify the method of printing user- 
selected ones of a collection of images of Kato '111 to include scanning a plurality of 
user-marked proof sheets as taught by Edwards '562 because it would allow the 
method detect and scan multiple sheets improving the capabilities of the system to 
perform the proofing. 
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(2) regarding claim 9: 

Kato '1 1 1 further discloses wherein at least some individual ones of the plurality 
of proof sheets are indicative of a same subset of the images (column 4, lines 56-67 
and column 5, lines 1-4). 

(3) regarding claim 40: 

Kato '1 1 1 further discloses a method of printing subsets of images selected from 
a collection of images, comprising: 

identifying the images in the collection (column 4, lines 53-67 and column 5, lines 
1-4, where images are being selected from a collection in a digital camera); 

printing at least one proof set (column 5, lines 1-4, where a proof sheets are 
being printed), each proof set including a proof sheet having a thumbnail representation 
of each image (column 5, Iines38-41, where the reduced image is being interpreted as a 
thumbnail image) and at least one user-markable field associated with at least one of 
the thumbnail representations (column 5. lines 40-41 , where the check portion is the 
user-markable field); 

distributing each proof set to a user, each user marking desired ones of the fields 
so as to define one of the subsets (column 5, lines 30-46, where the user makes the 
selection because the proof sheets where distributed); 

retrieving the user-marked proof sets (column 6, lines 21-25, where after a user 
makes the desired selections the proof sheets are collected and processed); 

optically scanning the proof sheet to detect the user-marked fields (column 6, 
lines 21-25, where Step S5 is performing the scanning of the proof sheet); 
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processing the user-marked fields to determine the images in the subsets 
(column 6, lines 26-33, where each proof sheet is checked for the markings in the 
sheet); 

collating the subsets so as to determine, for each image, a corresponding 
number of copies to be printed according to a particular set of print characteristics 
(column 6, lines 34-45, where the selected number of copies determined by the user are 
read and used for printing); and 

printing the corresponding number of copies of each image according to the 
corresponding particular set of print characteristics (column 6, lines 38-45). 

Kato '1 1 1 discloses all the subject matter as described above except scanning a 
plurality of user-marked proof sheets. 

However, Edwards '562 teaches scanning a plurality of user-marked proof sheets 
(Fig. 3, paragraphs [0021]-[0022], where there are multiple proof sheets being 
scanned). 

Having a system of Kato '111 reference and then given the well-established 
teaching of Edwards '562 reference, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify the method of printing user- 
selected ones of a collection of images of Kato '111 to include scanning a plurality of 
user-marked proof sheets as taught by Edwards '562 because it would allow the 
method detect and scan multiple sheets improving the capabilities of the system to 
perform the proofing. 
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5. Claim 41 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kato 
(US 6,141,111) and Edwards (US 2004/0174562) in view of Hicks (US 5,359,387). 

(1) regarding claim 41 : 

Kato '111 and Edwards '562 disclose all the subject matter as described above 
except printing a summary sheet indicative of the images in each individual subset; and 

distributing the printed copies of the images to the users in accordance with the 
summary sheet. 

However, Hicks '387 teaches printing a summary sheet indicative of the images 
in each individual subset (10 in Fig. 1 and column 4, lines 27-30); and 

distributing the printed copies of the images to the users in accordance with the 
summary sheet (1 1 in Fig. 1 and column 4, lines 36-38). 

Therefore it would have been obvious to one of ordinary skill in the art a t the 
time the invention was made printing a summary sheet indicative of the images in each 
individual subset; and distributing the printed copies of the images to the users in 
accordance with the summary sheet as taught by Hicks '387 in the system of Kato '1 1 1 
and Edwards '562. With this, is possible to produce a plurality of negatives, a plurality of 
proof prints are made from the negatives on a single sheet of photographic proof paper, 
and an order form for ordering final photographic prints is printed on the single sheet of 
proof paper (column 2, lines 4-8). 

6. Claim 42 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kato 
(US 6,141,111) and Edwards (US 2004/0174562) in view of Squilla et al. (US 
6,623,528). 
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(1) regarding claim 42: 

Kato '111 and Edwards '562 disclose all the subject matter as described above 
except wherein the printing comprises: rendering the image once to form a rendered 
image; and 

printing the rendered image the corresponding number of times. 

However, Squilla '528 teaches wherein the printing comprises: rendering the 
image once to form a rendered image (column 4, lines 59-64); and 

printing the rendered image the corresponding number of times (column 4, lines 
59-64). 

Therefore it would have been obvious to one of ordinary skill in the art a t the 
time the invention was made wherein the printing comprises: rendering the image once 
to form a rendered image; and printing the rendered image the corresponding number 
of times as taught by Squilla '528 in the system of Kato '111 and Edwards '562. With 
this consumers can create photocollages and photo albums in a manner that is as 
simple as ordering prints (column 1 , lines 41-44). 

Allowable Subject Matter 

1. Claims 2-8 and 10-17 are allowed. 

2. The following is an examiner's statement of reasons for allowance: 

(1) Claim 10 is directed to a method of printing user-selected ones of a collection 
of images. Claim 10 identifies the uniquely distinct features of " determining identical 
ones of the print specifications; summing the print counts associated with all of the 
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identical ones to form a total print count T; and printing T copies of the selected image 
associated with the identical ones in accordance with the associated print 
characteristics ". The closest prior art Kato (US 6,141,111) in Fig. 4A teaches at the 
prescribed positions of an extra-copy designation sheet 100, there are arranged a user 
ID input portion 101, a bin output selection portion 104, an E-mail deliver selection 
portion 105, an image index portion 102 and an extra-copy check portion 103. The bin 
output selection portion 104 and the E-mail delivery selection portion 105 are the 
portions to select the bin output to the bin 18 or the E-mail delivery to the image display 
24 and other image printers 27 through 29 by way of the network 16. When such 
selection is desired, an operator himself writes a mark on the sheet. At this time, it is 
also possible to select both of them and if so, a mark is entered for both of the bin 
output and the E-mail delivery; either singularly or in combination with other cited 
references fails to anticipate or render the above underlined limitations obvious (when 
used with all the claimed limitations). 

(2) Claim 2 is directed to a method of printing user-selected ones of a collection 
of images. Claim 2 identifies the uniquely distinct features of " wherein the processing 
includes determining a print count associated with each selected image, and wherein 
the printing includes: determining identical ones of the selected images: summing the 
print counts of the identical selected images to form a total print count T; and printing T 
copies of one of the identical selected images ". The closest prior art Kato (US 
6,141,111) in Fig. 4A teaches at the prescribed positions of an extra-copy designation 
sheet 100, there are arranged a user ID input portion 101, a bin output selection portion 
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104, an E-mail deliver selection portion 105, an image index portion 102 and an extra- 
copy check portion 103. The bin output selection portion 104 and the E-mail delivery 
selection portion 105 are the portions to select the bin output to the bin 18 or the E-mail 
delivery to the image display 24 and other image printers 27 through 29 by way of the 
network 16. When such selection is desired, an operator himself writes a mark on the 
sheet. At this time, it is also possible to select both of them and if so, a mark is entered 
for both of the bin output and the E-mail delivery; either singularly or in combination with 
other cited references fails to anticipate or render the above underlined limitations 
obvious (when used with all the claimed limitations). 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LENNIN R. RODRIGUEZ whose telephone number is 
(571)270-1678. The examiner can normally be reached on Monday - Thursday 7:30am 
- 6:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, King Poon can be reached on (571) 272-7440. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/King Y. Poon/ 

Supervisory Patent Examiner, Art Unit 2625 



/Lennin R Rodriguez/ 
Examiner, Art Unit 2625 



